United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 14S0 

Alexandria, Vti^inia 22313-1450 
www.iispto.gov 



APPLICATION NO. 



HLING DATE 



HRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONRRMATIONNO. 



10/671,533 



09/29/2003 



23364 7590 07/10/2006 

BACON & THOMAS, PLLC 
625 SLATERS LANE 
FOURTH FLOOR 
ALEXANDRIA, VA 22314 



Tai-Shui Ho 



HOTA3006/EM 



7498 



EXAMINER 



TRAN.TUYETLIENT 



ART UNIT 



PAPER NUMBER 



2179 



DATE MAILED: 07/10/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



OfficG Action Summarv 


Application No. 

10/671,533 


Applicant(s) 

HO ET AL. 


Examiner 

Tuyetlien T. Iran 


Art Unit 

2179 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period vAW apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 29 September 2003 . 
2a)n This action is FINAL. 2b)S Tiiis action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) K Claim(s) 1^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 29 September 2003 is/are: a)n accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign mentioned in the description: 
number 10 (see p. 3, line 14 and p. 4, lines 5, 10). Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C, 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 1 recites the limitation "the original icon" in lines 8-9. There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 2-4 are being rejected as incorporating the deficiencies of a claim upon 
which it depends. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

5. Claims 1 , 3-4 are rejected under 35 U.S.C. 102(a) as being anticipated by Berg 
et al. (Paper Published on April, 2003, "Mobile Phones for the Next Generation: Device 
Designs for Teenagers" pp. 433-440, hereinafter Berg). 

As to claim 1 , Berg teaches: 

A method of personalizing icon (creation tool, see pp. 438, right column, lines 6- 
7) on electronic communication product (mobile phone, see pp. 437, Figure 1), 
comprising the steps of: 

installing an image processing program (i.e., the program to run 'Myself area 
where a customized icons are displayed and edited, see pp. 438, left column, lines 1-2) 
to an electronic communication product (mobile phone, see Figure 1, pp. 437) to edit an 
icon (the customized icons can be created and edited on the phone, see pp. 437, right 
column, lines 13-15 and pp. 438. left column, lines 4-8; It is noted that an image 
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processing program must be pre-installed on the mobile phone so that the feature of 
editing icons are enable); 

using said image process program (i.e., the program to run 'Myself, see pp. 438, 
left column, lines 1-2) to select an editing icon on the electronic communication product 
(note that customized or editing icons can be selected using 'Myself area, see pp. 438, 
left column, lines 4-8); 

reading a type for the desired effect (i.e., mood or emotion such as: angry or 
happy or flower, heart or text, see pp. 437, right column, lines 12-14 and pp. 438, left 
column, lines 17-19) on the editing icon (i.e., by applying a desired effect on the editing 
icon, a user can obtain an expression effect such as an expression of love or anger or 
happy, see pp. 437, right column, lines 12-14 and pp. 438, left column, lines 20-21); 

performing a corresponding compensation ( a desired effect such as mood or 
emotion of angry or happy is added to an icon to achieve a desired expression, see pp. 
437, right column, lines 12-14 and pp. 438, left column, lines 4-8, and lines 17-19), 
adjustment (i.e., the angle of an icon is adjusted to achieve a happy expression, see 
Fig. 4, right side of the first item line), and editing (change or alter, see pp. 438, left 
column, lines 4-8) onto the original icon (i.e., default identity icon, see pp. 438, left 
column, lines 2-4) according to said type for the desired effect (i.e., users can select any 
effect from a variety of displayed option to personalize an icon, see pp. 438, left column, 
lines 4-8); and 

replacing the original icon (i.e., default identity icon, see pp. 438, left column, 
lines 2-4) with the edited icon (i.e., customized icon, see pp. 437, right column, line 8) 
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for the display (i.e., users can change or replace the default identity icon with the newly 
edited one, see pp. 438, left column, lines 4-8). 

As to claim 3, Berg teaches wherein said selected icon is selected by connecting 
an input device to the electronic communication product (i.e., icons can be selected 
using an input device such as a pen, see Fig. 6 and pp. 437, left column, lines 14-16). 

As to claim 4, Berg teaches wherein said electronic communication product 
includes a handheld computer selected from the collection of a handset (mobile phone, 
see pp. 437, Fig. 1) and a personal digital assistance (i.e., Berg's device can be used as 
a PDA, see pp. 436, right column, lines 8-9 and pp. 437, left column, lines 9-11). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berg in 
view of Smith et. al.(Pub. No. US 2005/0213125 A1 , hereinafter Smith). 
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As to claim 2, Berg teaches the limitation of claim 1 for the reasons above. Berg 
fails to teach that editing icon is compressed and converted into a gray-scale icon using 
a mapping function. 

Smith teaches wherein said editing icon is compressed (data loss or loss of color, 
see e.g., [0024]) and converted (color space conversion, see e.g., [0007]) into a gray- 
scale icon (Smith's conversion method can be used to convert to and from any color 
space, see e.g., [0024]; this method also applies to gray color, see e.g., [0051] and Fig. 
2). and said gray-scale icon is adjusted (see e.g., [0010]) and compensated (see e.g., 
[0010]) with three corresponding resultant values of the spaces of a red, a green, and a 
blue (i.e., RGB color space is used in the mapping function when converted from one 
color space to another, see e.g., [0030]) icon according to a mapping function 
(transformed function, see e.g., [0023]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the method of conversion from one color to another 
as taught by Smith to the method of converting from RGB to gray-scale color as taught 
by Berg to achieve more vivid, color diverse, interesting to the eye effects and to meet 
certain criteria and/or taste (see Smith e.g., [0006] and [0003]) 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Patent No. 5.490,245 recites a method of customizing icons for use in a graphical 
user interface. 



Application/Control Number: 1 0/671 ,533 Page 7 

Art Unit: 2179 

Publication No. US 2003/0035004 A1 recites a method for deploying a graphics 
program for PDA device. 

Publication No. US 2005/0050474 A1 recites a method for changing visual 
attributes presented by a graphical user interface for electronic communication product. 

Patent No. 6,084,951 recites a method of associating icons with additional 
information for the corresponding entry. 

Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuyetlien T. Iran whose telephone number is 571-270- 
1033. The examiner can normally be reached on Mon-Friday: 7:30 - 5:00 (every other 
Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chanh D. Nguyen can be reached on 571-272-7772. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more Infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

LT Lien Iran 

7/03/06 Examiner 
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